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Election/Res frictions m 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-10, drawn to a method of making an electrode decal, classified in 
class 502, subclass 101. 

II. Claims 11-21, drawn to a method of making a membrane electrode 
assembly, classified in class 429, subclass 30. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination (Invention II) 
does not require that the drying of the catalyst ink form an electrode layer; claim 11 
requires and recited that drying of the catalyst ink forms an electrode. The 
subcombination has separate utility such as a multi-functional catalyst (e.g., various 
hydrocarbon conversion processes— reforming, cracking, etc.,). 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 
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4. During a telephone conversation with Pamela Curbelo on September 16, 2005, a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-10. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 11-21 are hereby withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 

Claim Objections 

6. Claims 6 and 7 are objected to because of the following informalities: 

Claim 6 is objected to because it appears that the limitation "isn-propyl acetate" 
should be "is n-propyl acetate". 

Claim 7 has two periods at its end. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 8 lacks antecedent basis for the phrase "catalyst component". It appears 
that this limitation was meant to be "catalyst compound", as recited in claim 1. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Hitomi et 
al. (U. S. Patent No. 6,492,295). 

Hitomi et al. teach an electrode obtained by a process comprising applying to a 
porous electro-conductive substrate a film produced by dispersing a catalyst composite 
into a dispersion medium, and drying the resulting film. See col. 10, lines 33-51 of . 
Hitomi et al. (considered to read upon claim 1). 

The catalyst composite comprises catalyst particles (such as those of platinum, 
palladium, rhodium ruthenium, iridium, or osmium, or alloys thereof, as well as carbon 
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particles supporting said catalyst metals, see col. 6, lines 11-23 of Hitomi et al.; 
considered to read upon claim 10), a cation-exchange resin (e.g., perfluorocarbon 
sulfonic acid type ion-exchange resins-considered to read upon "perfluorinated 
sulfonyl fluoride polymer"), and a hydrophobic polymer (e.g., polyvinyl alcohol). See 
col. 6, lines 11-45 of Hitomi et al. (considered to read upon claim 4). 

The proportion by weight of the cation-exchange polymer to the catalyst particles 
is not particularly limited, but is preferably from 1.0 to 100 wt. %. See col. 6, line 62 to 
col. 7, line 6 of Hitomi et al. Further, with respect to the hydrophobic polymer, the 
proportion thereof to the catalyst particles is preferably from 0.01 to 30 wt. %. See col. 7, 
lines 33-35 of Hitomi et al. (considered to read upon claim 5). 

To prepare the catalyst composite, the hydrophobic polymer or cation-exchange 
resin is dissolved in a solvent, and this solution is adhered to the surface of the catalyst 
particles via immersion. See col. 7, line 65 to col. 8, line 46 of Hitomi et al. Next, the 
solvent is removed via phase separation, or by addition of a solution that is insoluble 
for the hydrophobic polymer or cation-exchange resin; exemplary solutions include 
propyl acetate. See col. 9, lines 5-26 of Hitomi et al. (considered to read upon claims 2, 
3, and 6). 

Example 1 of Hitomi et al. disclose the employment of catalyst particles 
comprising platinum having an average particle diameter of 2.4 nm, supported by 
carbon particles having an average diameter of 30 nm; see col. 11, lines 28-30 of Hitomi 
et al. (considered to read upon claims 8 and 9). 
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Because Hitomi et al. disclose the components recited as comprising Applicants 7 
claimed "catalyst ink", as discussed above, the claim limitation regarding the density 
thereof (claim 7) is considered inherently encompassed by the catalyst composite of 
Hitomi etal. 

In view of these teachings, Hitomi et al. anticipate claims 1-10. 

11. Claims 1-3, 7, 8, and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Uchida et al (U. S. Patent Application Publication No. 2002/0182478). 

Uchida et al. disclose a method for producing an electrode, wherein a catalyst ink 
is prepared by dispersing carbon particles supporting a noble metal catalyst in an 
organic solvent, mixing said dispersion with an alcohol dispersion of polymer 
electrolyte, mixing these two dispersions to prepare a catalyst ink, forming a catalyst 
layer from said ink, and applying the catalyst layer to a gas diffusion layer (considered 
to read upon the limitation "decal") to produce an electrode. See paragraphs [0039]- 
[0047] of Uchida et al, as welLas the Examples, which depict the application of pressure 
to said electrodes at a temperature of 150°C (e.g., paragraph [0097]; considered to read 
upon the limitation "drying the catalyst ink", and thereby reading upon claim 1). 

Examples of the noble metal catalyst include Pt and a binary catalyst of Pt-Ru 
(considered to read upon the limitation "catalyst compound" and upon claim 10); 
examples of the solvent include butyl acetate, but solvent such as propyl acetate may 
also be used (considered to read upon the limitation "ester", as well as claims 2 and 3). 
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Additionally, examples of the polymer electrolyte include a "5% Nafion solution" 
(considered to read upon the limitation "perfluorinated sulfonyl fluoride polymer 7 '). 
See paragraphs [0053]-[0055] and [0067] of Uchida et al. 

The catalyst-supporting carbon particles are desired to have a particle size 
distribution within a median diameter range of 0.1 to 3 micrometers (100-3000 nm). See 
paragraphs [0083]-[0084] of Uchida et al. (considered to read upon claim 8). 

Because Uchida et al. teach the production of a catalyst ink having the same 
components as those recited in the instant claims, the catalyst ink of Uchida et al. is 
considered to inherently exhibit the density recited in claim 7. 

In view of these teachings, Uchida et al. anticipate claims 1-3, 7, 8, and 10. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Hailey whose telephone number is (571) 272- 
1369. The examiner can normally be reached on Mondays-Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571) 272-1700. 

» 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:// pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




